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US Termination Rights

introduction

The British reversionary story is not the only one that shows how reversion’s
potential has been thwarted by poor design and systematic undermining by right-
sholders. The United States has a long history of time-based reversion rights
intended to benefit creators, first via a renewal right, and later via rights to unilat-
erally terminate copyright grants they had made decades before. In each case,
however, these interventions failed to make any meaningful difference to the
balance of power between creators and rightsholders, and did little to direct more
money into creators’ pockets.
This chapter traces that history of failure, and argues it should come as no surprise

that the current US termination right is generating few benefits for authors: its
design ensured its ineffectiveness from the very beginning.

3.1 us reversion rights have been

consistently undermined

3.1.1 1790: The Mirroring of the Two-Term Statute of Anne Model

The US mimicked the Statute of Anne when it enacted its first Federal copyright law
in 1790, granting 14 years of copyright and then 14 more to the author if they were
still alive at the end of the first.1 But unlike the Statute of Anne, which explicitly
returned the rights to authors, the 1790 Act allowed the renewal term to go to authors
or their executors, administrators or assigns.2

1 Copyright Act of 1790, 1 Stat 24, § 1; Lionel Bently and Jane C Ginsburg, ‘“The Sole Right . . .
Shall Return to the Authors”: Anglo-American Authors’ Reversion Rights from the Statute of
Anne to Contemporary U.S. Copyright’ (2010) 25 Berkeley Technology Law Journal 1475, 1549.

2 Copyright Act of 1790 (n 1); Sidney J Brown, ‘Renewal Rights in Copyright’ (1942–3) 28(4)Cornell
Law Quarterly 460, 461; Adam R Blankenheimer, ‘Of Rights and Men: The Re-alienability of
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It was unclear from the get-go whether the reference to ‘assigns’ meant that the
author could transfer their rights for both terms in their initial contract, and Bently
and Ginsburg argue that the more likely intention was that they could not.3

Unsurprisingly, however, publishers routinely claimed to take the full duration of
both terms upfront, before the value of the work was known.

Various draft bills were proposed to clarify this point in favour of authors, but
never actually passed into law.4

3.1.2 1831: The Two-Term System Remains, but Is Undermined by
Rightsholder Contracting Practices

The US retained the reversionary term in its 1831 law, after the British had aban-
doned its dual-term model. But despite the problem being well known, its revised
law still failed to include any explicit prohibition on investors extracting rights over
the reversionary term at the same time as the first.5 Unsurprisingly, publishers took
full advantage of that omission, and by the 1870s, publishing contracts ‘systematic-
ally’ provided for both terms to be extracted in full, with authors receiving no special
payment for the second.6 Although it was by no means clear that this was actually
permitted under the law, the practical effect of this conduct was to deprive authors
of the ability to re-license still valuable works once their copyrights were renewed.

In the lead-up to what became the 1909 US copyright law, it was proposed to
extend copyright terms to the author’s lifetime plus 50 years.7 However, disputes
broke out about what would happen to existing copyrights. There was consensus that
they should also be extended – the dispute was over whether it should be authors or
publishers that benefited from the windfall.

An early draft proposed limiting publishers’ rights to the term they had actually
contracted for, returning them to authors to enjoy the benefit of any additional years
of protection after that.8 But publishers objected fiercely, insisting instead that they
get the benefit of the extension even though they had never bargained for (or paid
for) those rights.9

Termination of Transfer Rights in Penguin Group v. Steinbeck’ (2009) 24(1) Berkeley Technology
Law Journal 321, 323.

3 Bently and Ginsburg (n 1) 1550.
4 A Bill for the Encouragement of Learning, and for the Promotion of the Useful Arts, HR 38,

11th Congress (1811); A Bill for the Encouragement of Learning, and for the Promotion of the
Useful Arts, HR 75, 10th Congress (1808); A Bill for the Encouragement of Learning, and for
the Promotion of Useful Arts, 7th Congress (1803), cited in Bently and Ginsburg (n 1) 1551.

5 Bently and Ginsburg (n 1) 1551.
6 Ibid 1554.
7 A Bill to Amend and Consolidate the Acts Respecting Copyright, HR 19853, 59th Congress

(1906) cited in ibid 1555.
8 Ibid 1555–6.
9 Ibid 1556.
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The Publishers Copyright League proposed that the new term of life plus 50 years
incorporate a second renewal term that could be added to an initial fixed term and
first renewal.10 Sneakily though, they included language stating that this additional
renewal term would only be enjoyed by the author or their heirs if the copyright had
not been previously assigned.11 Since publishers had been routinely extracting
authors’ rights in full for decades by this point, this would have meant an enormous
windfall for publishers – all the while professing their ‘willing[ness] that . . . [authors]
should have the full benefit of this extension of those copyrights’.12

Bently and Ginsburg describe this proposal as a ‘wolf in . . . sheep’s clothing’ that
would have given publishers something they’d never before had – ‘explicit statutory
recognition’ that authors could assign reversionary and renewal rights before they
had even had a chance to vest.13

3.1.3 1909: An Additional 14-Year Term, Undermined

3.1.3.1 The Poor Design of the 1909’s Two-Term System

Ultimately, Congress abandoned the life plus 50 years proposal, and in 1909 simply
extended the renewal term from 14 years to 28.14 Congressional lawmakers seemed to
understand how beneficial reversionary rights could be to authors – at least when
they were able to hold on to them. There was powerful real-world evidence of this in
the experience of Samuel Clemens (better known by his pen name, Mark Twain).
He had sold Innocents Abroad very cheaply for the first term, but had somehow
managed to keep hold of the renewal rights.15 That was just as well, because it ended
up being his best-selling work during his lifetime. If the rights had not reverted
for the renewal term, nearly all of the profits would have ended up in other
people’s pockets.
Congress acknowledged this, and expressed its intention for authors to benefit

from their statutory reversion terms.16 And yet somehow, once again, they failed to
make it explicit in the 1909 Act that publishers could not extract authors’ renewal
rights at the same time as the initial term. Publishers continued to take advantage of
the uncertainty by insisting they could,17 and, since few authors had the means or

10 Ibid.
11 Ibid.
12 Ibid 1557.
13 Ibid.
14 Ibid 1560.
15 Ibid 1559.
16 Ibid 1559–60; Fred Fisher Music Co v M Witmark & Sons, 318 US 643, 653–5 (1943).
17 In Fred Fisher (n 16) 658, the Court found that ‘in the actual practices of authors and

publishers’ there continued to be widespread assignment of renewals following the enactment
of the Copyright Act of 1909. See also Blankenheimer (n 2) 325.
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power to challenge them, the question of whether advance transfers of rights were
binding remained unresolved for another 30 years.

3.1.3.2 The Supreme Court Undermines Creator Rights

This uncertainty was finally resolved in 1943, when the Supreme Court in Fred
Fisher Music Co v Witmark found that publishers could take both terms from the
author in the first instance.18 The case involved three composers of the music and
lyrics to the song ‘When Irish Eyes Are Smiling’, who assigned copyright to music
publishers, M Witmark & Sons in 1912 for the first copyright term. But five years
later, one of the song’s lyricists, George Graff Jr, granted his rights in the renewal
term to Witmark for ‘When Irish Eyes’ and 69 other songs for US$1,600, and a
power of attorney for Witmark to complete the processes necessary to renew the
copyright for its second term, as he was ‘in need of immediate funds’.19 When the 28-
year term was up, Witmark registered the renewal and transferred the second term to
itself.20 But Graff had a change of heart and sought to register the renewal himself,
following which he assigned the renewal interest to Fisher Music Co.21

The dispute between Fisher and Witmark eventually came before the Supreme
Court mainly on this point of law: could copyright in the renewal term be assigned
before the renewal right had accrued? The Supreme Court found that it could.22

Although Congress had clearly indicated that authors were given two terms so they
could negotiate the second term of exploitation from positions of greater bargaining
power, the Supreme Court’s decision ensured that rightsholders could prevent them
from doing so.

Extraordinarily, Justice Frankfurter phrased his rubbing out of authors’ rights in a
way that suggested he was doing them a favour:23 ‘We are asked to recognize that
authors are congenitally irresponsible, that frequently they are so sorely pressed for
funds that they are willing to sell their work for a mere pittance, and therefore
assignments made by them should not be upheld.’24 But, his Honour continued,

We cannot draw a principle of law from the familiar stories of garret poverty of some
men of literary genius . . . We do not have such assured knowledge about
authorship . . . or the psychology of gifted writers and composers, as to justify us

18 Fred Fisher (n 16).
19 Theodore R Kupferman, ‘Renewal of Copyright – Section 23 of the Copyright Act of 1909’

(1944) 44(5) Columbia Law Review 712, 720.
20 Ibid.
21 Ibid.
22 Ibid 720–1.
23 For a detailed overview of Supreme Court copyright jurisprudence in the twentieth century,

see Marci A Hamilton, ‘Copyright at the Supreme Court: A Jurisprudence of Deference’ (2000)
47 Journal of the Copyright Society of the U.S.A. 317.

24 Fred Fisher (n 16) 656.
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as judges in importing into Congressional legislation a denial to authors of the
freedom to dispose of their property possessed by others.25

His Honour’s reasoning was that it may well be that authors ‘have habits making for
intermittent want, [but] they may have no less a spirit of independence which would
resent treatment of them as wards under guardianship of the law.’26

The authors who had advocated so strongly for statutory clarification that their
reversion rights couldn’t be prematurely extracted may well have been taken aback
by the nature of this solicitude. By the time of this decision publishers had a track
record of systematically extracting broad rights from authors for at least 70 years, with
none but the most powerful and successful authors typically having any choice
about whether to give them up.27

Nonetheless, the Fred Fisher Court found that the thing authors would most
resent (amidst their struggles to pay their bills and provide for their families) was
whether the law took an overly paternalistic view of their copyright interests!28

The Fred Fisher decision is perhaps unsurprising given the Supreme Court’s early
twentieth-century deference to freedom of contract.29 But it also demonstrates the
importance of precise drafting that accurately gives effect to the legislative intent: the
law could not have been undermined if authors’ rights had been properly protected
in the first place.
The Supreme Court did subsequently provide one small consolation prize for

destitute families of deceased authors – a ruling that, if the author assigned the
right and then died, the 28-year renewal term would go to heirs free and clear: they
would not be bound by the author’s own earlier grant.30 But investors promptly
made sure to take this away too. They started requiring creators not only to give up
their own rights, but to obtain their family members’ agreement to give up their
rights too.31 Until that happened, they couldn’t get paid. A ‘considerable amount of
trafficking’ grew up around these rights.32 This anecdote from music publishing
veteran Jay Morgenstern shows just how seriously investors took this. As he tells the
story, a music studio ‘demanded all of the signatures and we were able to comply.
[Then] the author died while his wife was expecting. Everybody at the studio went

25 Ibid 657.
26 Ibid 657.
27 Bently and Ginsburg (n 1) 1554.
28 For further detail on the implications of Fred Fisher (which is beyond the scope of this book),

see, e.g., Kupferman (n 19) 719–21; Dorothy M Schrader, ‘Vesting Date of the Renewal
Copyright Interest’ (1972) 19(4) Bulletin of the Copyright Society of the U.S.A. 277, 290–2.

29 See Lochner v New York, 198 US 45 (1905); see further Hila Keren, ‘Undermining Justice: The
Two Rises of Freedom of Contract and the Fall of Equity’ (2016) 2(1) Canadian Journal of
Comparative and Contemporary Law 339, 342–3, 347–53.

30 Miller Music Corp v Charles N Daniels Inc, 362US 373 (1960); see also Bently and Ginsburg (n
1) 1563.

31 Bently and Ginsburg (n 1) 1563.
32 Ibid 1563 n 416, citing Report of the Register of Copyrights, 1199, 1253.
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into cardiac arrest thinking that the new heir could renege on the license at
reversionary time.’33

Renewal rights obviously had potential value – if they didn’t, there would have
been no reason for rightsholders to cling to them so tightly. Authors should have
been able to share meaningfully in that by having the right to re-negotiate their
deals during the renewal term, once everyone had a better idea of how much their
work was worth. However, the design and interpretation of this regime ensured
that it could be largely captured by investors instead. This undoubtedly harmed
the public interest in access as well. As we’ve seen elsewhere, just because a
publisher holds the rights doesn’t mean they will actually exploit them.
If authors had been free to negotiate fresh deals, as Congress intended, it would
have increased the chance of the rights ending up in the hands of an investor who
actively wished to do so.

3.1.4 1976: The New Copyright Act’s ‘Inalienable’ Termination Right

The renewal structure’s failures influenced Congress to create an entirely new
reversion scheme as part of the 1976 Copyright Act, which remains the law today.
But as we show below, this too was undermined by poor design and fierce right-
sholder lobbying. The result is a case study in what not to do if you want a reversion
right that will meaningfully benefit creators.

3.1.4.1 A Radical Proposal: Automatic 20-Year Reversion Except
in Cases of Continuing Royalties

In the lead-up to the revision of federal copyright law, the Copyright Register,
Abraham Kaminstein, had been scathing about the renewal right’s failures.
He pointed out that its primary purpose had been to protect authors and their heirs
against ‘unprofitable or improvident disposition[s]’, and that because the law had
been interpreted to allow authors to transfer their renewal rights in advance, it had
‘largely failed to accomplish its primary purpose.’34

In response to these failures, the Copyright Office advanced an initial proposal for
rights to revert 20 years after transfer unless the contract provided continuing
royalties for use.35

Publishers and other rightsholders lambasted the proposal, claiming that would
not give them enough time to ‘recoup their investment[s]’ and would ‘make
[copyrights] . . . less valuable.’36 And in any event, they insisted, ‘authors, if they

33 Ibid citing email from Jay Morgenstern to Jane Ginsburg.
34 Register of Copyrights, 8th Cong, 1st Sess, 1961 report on the General Revision of the US

Copyright Law 53, 92 (Comm Print 1961).
35 Copyright Law Revision Part 3 (US Government Printing Office, 1964) 277.
36 Ibid (summarised by Register).
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ever were, are no longer in a weak bargaining position and need no special
protection of the sort contemplated here’.37 Authors weren’t happy about it either,
though their reasons were very different: they thought it would be too easy for
publishers to evade the law by paying nominal royalties for the renewal period, and
asked for stronger protections.38

3.1.4.2 Automatic Reversion and a ‘Bestseller’ Clause

The Copyright Office took the authors’ point, and suggested two new alternatives for
consideration. In a proposal evocative of the 1737 British bill that would have limited
transfers to 10 years, Alternative A would have seen rights revert automatically to
authors 25 years after transfer.39 Alternative B would have given authors the right to
apply to a court to reclaim their rights if, after 20 years, the profits earned by investors
were ‘strikingly disproportionate’ to the author’s share.40

Alternative B was discarded quickly, with authors and investors both concerned
about its potential costs and uncertainty.41 But it was Alternative A on which
investors really unleashed their ire. Many of their arguments echoed Justice
Frankfurter in suggesting the proposed protection was insulting to authors.
In transcripts of the negotiations to thrash out the law, content industry representa-
tives variously described it as making authors out to be ‘improvident’, ‘nincompoops’
and ‘fools’.42

It turned out, however, that authors didn’t want copyright investors to protect
them from the new law. In fact, they were ‘ardently’ in favour of reversion protec-
tions: to the point they would oppose any amendment of the copyright law in the
event they weren’t included. Irwin Karp, representing the Authors’ League of
America in those negotiations, explained that this vehement support was not
because authors were improvident or foolish, but because the opposite was true.
‘[P]rudent, provident author[s]’ want to limit their grants of rights, because of that
information problem we’ve talked about before: they know their value can’t be
properly assessed at the time the initial bargain is made.43 However, they rarely have
the opportunity to do so. ‘The reason you need a reversion’, Karp explained, ‘is
because the imbalance in bargaining positions makes it impossible for the author to
obtain the sort of bargain that he would like to obtain’.44 In the publishing industry,
for example, ‘[t]he basic terms of a book contract are the same wherever you go. You

37 Ibid (summarised by Register).
38 Ibid 277–8.
39 Ibid 16.
40 Ibid.
41 Ibid 278–80, 282–3, 288–9, 292.
42 Ibid 282, 285; Copyright Law Revision Part 4 (US Government Printing Office, 1964) 250, 275.
43 Copyright Law Revision Part 3 (n 35) 286.
44 Ibid.
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can’t, no matter how strongly you bargain as an author, limit the lease of rights to
publish a book.’45

Copyright investors argued their businesses would be ruined if authors were
limited to granting them just 25 years of rights. A film industry representative
claimed that it might not be enough time to make a motion picture, ‘for various
complicated reasons’; book publishers claimed it would be ‘devastating’;46 and the
music industry claimed it would ‘mean the death knell’.47 But Karp, the authors’
representative, persuasively demolished those claims. Under the then-current law, as
he pointed out, investors lost their rights if the author died before the 28th year was
up. No evidence had been presented of suffering by content companies as a result,
so ergo, a term around that length must be ample.48

Rightsholders also solemnly exhorted the importance of freedom of contract.
Horace Manges, speaking for the book industry, was particularly unsympathetic to
those who came off second best in their deals. ‘[I]mprovident bargains are made by
all classes of people, but the law does not give them another chance to change a
disadvantageous contract.’49

But Karp had yet a powerful response to this argument too, pointing out that, at
that exact moment, book publishers were attempting to interfere with retailers’
freedom of contract by setting the prices at which books must be sold. In his acid
observation, ‘Each of us will object to certain interferences and support other
interferences, depending on whether we are the owner of the ox who was gored
or whether we want to gore somebody else’s ox.’50

3.1.4.3 The Eventual Compromise

Congress eventually passed the 1976Copyright Act with two new termination rights –
one applying to pre-1978 grants and the other to those that came after.51 To terminate
rights transfers, applicants must serve a notice on the grantee or their successor
setting out the effective termination date, work title, author, and other key infor-
mation such as details of the grant in question.52 Those notices had to be issued not
less than 2 years and not more than 10 years before the termination date,53 and had to
be validly served on the rightsholder as well as filed with the Copyright Office.54

45 Ibid 287.
46 Ibid 281.
47 Ibid 283.
48 Ibid 293.
49 Ibid 282.
50 Ibid 287.
51

17 USC §§ 203; 304(c), (d).
52

17 USC §§ 203(a)(4); 304(c)(4); Code of Federal Regulations § 201.10(b).
53

17 USC § 203(a)(4).
54 Ibid.
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The base fee for recording a notice is US$125 (at the time of writing), and increases
with the number of grants included in the notice.55

Lawmakers were explicit that they were necessary because of the power dynamics
typical of creator-investor relationships: ‘A provision of this sort is needed because of
the unequal bargaining position of authors, resulting in part from the impossibility
of determining a work’s value until it has been exploited.’56 As we show in Section
3.2, however, the operation of this creator-focused scheme has been anything but,
with the law proving to be unclear, complex, susceptible to undermining by rights-
holders, and generating little benefit for creators.

3.2 how the current us termination system

(actually) works

Despite Congress’s good intentions, the termination legislation they ultimately
enacted gored the authors’ ox deep. The provisions were a far cry from the
Copyright Office’s original author protective proposal. Rights cannot be reclaimed
until 35 years after transfer. Terminations must be initiated by authors in accordance
with complex technical rules. And numerous carveouts introduce substantial new
uncertainties that have been exploited by investors to even further reduce the
practical benefit of the new rights for their intended beneficiaries.
In this section, we explain how the scheme works in practice, with a focus on the

main controversies:

(a) whether sound recordings are exempt from termination;
(b) the complexities of the termination procedure;
(c) whether rights are in fact ‘inalienable’; and
(d) the way it disproportionately benefits the most commercially successful

creators.57

55 US Copyright Office, ‘Calculating Fees for Recording Documents and Notices of Termination
in the Copyright Office (Fees in effect as of March 20, 2020)’, Circular 12A, 1–2 <https://www
.copyright.gov/circs/circ12a.pdf>.

56 Robert Brauneis and Roger E Schechter, Copyright: A Contemporary Approach 568 (Thomson
Reuters, 2012) 755, cited in Dylan Gilbert, Meredith Rose and Alisa Valentin, ‘Making Sense of
the Termination Right: How the System Fails Artists and How to Fix It’ (Public Knowledge,
2019) 11 <https://publicknowledge.org/wp-content/uploads/2021/11/Making-Sense-of-the-
Termination-Right-1.pdf>.

57 We do not claim to provide a comprehensive explanation of the termination system or
systematically review the considerable literature on this system. Useful sources for further
exploration of the myriad issues surrounding the termination system include: Kate Darling,
‘Occupy Copyright: A Law & Economic Analysis of U.S. Author Termination Rights’ (2015) 63
Buffalo Law Review 147; Richard Arnold and Jane C Ginsburg, ‘Foreign Contracts and U.S.
Copyright Termination Rights: What Law Applies?’ (2020) 43 Columbia Journal of Law & the
Arts 437; Jorge L Contreras and Andrew T Hernacki, ‘Copyright Termination and Technical
Standards’ (2014) 43 University of Baltimore Law Review 221; Peter S Menell and David
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Consistent with the history we’ve chronicled so far, there is a huge gap between this
legislation’s stated intention of protecting authors, and its actual real-world impact.

3.2.1 Are Sound Recordings Exempt from Termination?

One of the most controversial aspects of both 1976 Act termination rights concerns
scope. Congress learned from the decades of uncertainty around prior reversion
regimes, and finally made termination rights inalienable – their authors cannot
contract them away.58 However, there’s a big exception. US law features the legal
fiction that works ‘for hire’ are authored by the employer – even when that is a
corporation, incapable of authoring anything.59 Although termination rights are
inalienable, the law provides that in cases involving works ‘for hire’ their actual
creator never had authorship rights in the first place, meaning that there’s nothing
for them to terminate.60

3.2.1.1 The Work-for-Hire Exception

The extent to which this carveout would affect creators was always going to depend
on how works ‘for hire’ was defined. In the negotiations to craft the new Copyright
Act, rightsholders succeeded in obtaining a broad definition that included not just
all works created by employees in the scope of their employment, but also works
within nine other defined classes – so long as the parties expressly agreed on that
designation in writing (Table 3.1).61

As you can see, the additional carveouts focus largely on circumstances in which
recognition of individual authorship would undermine the feasibility of making
the work in the first place (such as documents prepared for the benefit of a
corporate employer), or where the existence of multiple authors might make
individual ownership unworkable (as can be the case for compilations and
collective works).

Nimmer, ‘Pooh-Poohing Copyright Law’s “Inalienable” Termination Rights’ (2010) 57 Journal
of the Copyright Society of the U.S.A. 799; Andrew Paster, ‘Rethinking Copyright Termination
in a Global Market: How a Limitation in U.S. Copyright Law Could Be Resolved by France’s
Droit D’Auteur’ (2017) 23 Southwestern Journal of International Law 375; Sean Stolper,
‘Termination Rights: An In-Depth Look at Looming Issues under the Copyright Act of 1976’
(2011–12) 13 Texas Review of Entertainment and Sports Law 33; Melville B Nimmer,
‘Termination of Transfers under the Copyright Act of 1976’ (1976–7) 125 University of
Pennsylvania Law Review 947.

58

17 USC §§ 203(a)(5); 304(c)(5).
59 Copyright laws elsewhere in the world also grant first ownership of copyright in commissioned

works to the commissioner, rather than the creator: see, e.g., Copyright Act 1994 (NZ) s 21(3);
Copyright Act (Hong Kong, Cap 528) s 15(1). Cf. Chapter 4 as to the lack of those carveouts
in Europe.

60 Gilbert et al (n 56) 16.
61

17 USC § 101 (definition of ‘work made for hire’).
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When rightsholders lobbied for those carveouts from the termination right, they
focused particularly on the potential problems termination would cause for the
creation of encyclopedias and textbooks, which tend to have many different authors
updating them regularly over time.64 That is a valid point: after 35 years it would
indeed be very difficult to untangle any individual’s contributions, and allowing any
one individual to terminate could risk a much larger investment.
In practice, however, these carveouts have not been limited to circumstances

such as that. Rightsholders have taken advantage of drafting ambiguities to assert that
they apply well beyond the scope they were obviously intended to cover.
As foreshadowed above, this has most notably occurred in the context of sound
recordings – the category of works most likely to have enduring value decades after
they first hit the market. As we’ll show, their attempts to broaden the reach of these
carveouts has done much to subvert the law’s intended benefits.

3.2.1.2 Record Companies Try to Include Sound Recordings as
Works-for-Hire: And Succeed (Temporarily)

In 1999, more than a decade before the first § 203 terminations could be initiated, a
congressional staffer quietly inserted four words into the Satellite Home Viewer

table 3.1 Works that can be excluded from termination under 17 USC §§ 203 and 304
as works-made-for-hire under 17 USC § 101

Type of exclusion Description

In their entirety Works prepared in the scope of employment
By express agreement, having been
specially ordered or commissioned
for use:

As a contribution to a collective work
As part of a motion picture or other audiovisual work
As a translation
As a supplementary work62

As a compilation
As an instructional text63

As a test
As answer material for a test
As an atlas

62 Defined in 17 USC § 101 as:

. . . a work prepared for publication as a secondary adjunct to a work by another author
for the purpose of introducing, concluding, illustrating, explaining, revising, comment-
ing upon, or assisting in the use of the other work, such as forewords, afterwords, pictorial
illustrations, maps, charts, tables, editorial notes, musical arrangements, answer material
for tests, bibliographies, appendixes, and indexes. . ..

63 Defined in 17 USC § 101 as: ‘a literary, pictorial, or graphic work prepared for publication and
with the purpose of use in systematic instructional activities’.

64 Copyright Law Revision Part 4: Further Discussion and Comments on Preliminary Draft for
Revised US Copyright Law (US Government Printing Office, 1964) 250.
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Improvement Act that had the effect of adding sound recordings to the Copyright
Act’s definition of works for hire. The 11th-hour change occurred without any
debates,65 and artist representatives didn’t find out about it until after it had been
signed into law.66 Uproar ensued. The resulting investigation discovered that the
amendment had been inserted at the request of the Recording Industry Association
of America (RIAA) – the industry lobby group representing the interests of the
world’s most powerful record labels – rather than any elected member of
Congress.67

While Marybeth Peters, the then Register of Copyrights, denounced the ‘middle
of the night’ amendment for having been made ‘without any input from perform-
ers’,68 the RIAA played innocent, describing it as a mere ‘technical’ change.69 US
law permits technical amendments to statutes to bypass some of the usual lawmak-
ing processes, but that is limited to fixing obvious mistakes like typos – not changing
the substance of what has been deliberately decided by Congress.70 But Hilary
Rosen, the RIAA’s then-president and CEO, falsely claimed that ‘in everybody’s
view this was a technical issue’, because ‘record companies have long registered
recordings with the Copyright Office as works-for-hire’.71 As one legal writer retorted,
‘Rosen’s idea of “everybody” . . . must not include the artists, their attorneys,
Intellectual Property professors and authors, top officials at the Copyright Office,
or the courts for that matter, because all believe differently.’72 As if there wasn’t
already enough stench around this surreptitious manoeuvre, the congressional
staffer who had clandestinely slipped in the amendment, Mitch Glazier, was hired
by the RIAA just a few months later.73 He subsequently became, and is at the time of
writing, its chair and CEO.74

65 Ryan A Rafoth, ‘Limitations of the 1999 Work-for-Hire Amendment: Court Should Not
Consider Sound Recordings to Be Works-for-Hire When Artists’ Termination Rights Begin
Vesting in Year 2013’ (2000) 53 Vanderbilt Law Review 1021, 1023.

66 Mary LaFrance, ‘Authorship and Termination Rights in Sound Recordings’ (2002) 75 Southern
California Law Review 375, 375–6.

67 Ibid 375. See further David Nimmer and Peter S Menell, ‘Sound Recordings, Works for Hire,
and the Termination-of-Transfers Time Bomb’ (2001) 49(2) Journal of the Copyright Society of
the USA 387, 392; William Henslee and Elizabeth Henslee, ‘You Don’t Own Me: Why Work
for Hire Should Not Be Applied to Sound Recordings’ (2011) 10 The John Marshall Review of
Intellectual Property Law 695, 702; Bill Holland, ‘Acts’ Reps Decry Copyright Clause’,
Billboard (online, 15 January 2000) 75; Rafoth (n 65) 1025.

68 Holland (n 67); Rafoth (n 65) 1025.
69 Holland (n 67).
70 Rafoth (n 65) 1024.
71 Holland (n 67) 75 (second quote summarised by Holland); Henslee and Henslee (n 67).
72 Phillip W Hall Jr, ‘Smells Like Slavery: Unconscionability in Recording Industry Contracts’

(2002) 25(1) Hastings Communications and Entertainment Law Journal 189, 215.
73 Peter J Strand, ‘What a Short Strange Trip It’s Been: Sound Recordings and the Work Made for

Hire Doctrine’ (2000) 18(3) Entertainment and Sports Lawyer 12, 12.
74 RIAA, ‘About RIAA’ (Web Page, 2024) <https://www.riaa.com/about-riaa/board-executives/>.
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We’ve told this story in detail because it demonstrates the lengths powerful
rightsholders will go to avoid meaningful reversion rights – that is, those that might
actually help level the playing field for creators. If they didn’t have such potential,
the music industry would have had no cause to go to such extremes to
undermine them.
The RIAA’s sneaky change didn’t remain on the statute books for long. Recording

artists were outraged when the theft came to light, and began a fierce and coordin-
ated campaign to have it rolled back, finally succeeding after almost a year of
gruelling and expensive efforts.75

In practice though, the artists’ victory has been far less effective than they would
have hoped. Although the labels’ brazen attempt to steal musicians’ reversion rights
over sound recordings was ultimately defeated, they still consistently resist efforts to
terminate sound recording transfers on the grounds that they fall within the carveouts.
Label licensing agreements routinely designate sound recordings as works-for-hire.76

Most commonly, they argue that’s because they’re part of an audiovisual work,
because they’re specifically ordered or commissioned for use as a contribution to a
collective work, or because they’re compilations.77 The latter arguments ignore the
fact that sound recordings typically have none of the features that justified compil-
ations and collective works from being made excludable in the first place, and they’re
made even though labels argue albums are not compilations with equal fervour when
that outcome would increase the sum payable to them by way of statutory damages for
infringement!78 Some leading industry contract templates even designate artists as
their employees exclusively for the purpose of the copyright ownership clause.79

Recording artists are obviously not label employees (and certainly aren’t treated as
employees when it comes to minimum pay or worker protections), but if successful,
such machinations would deny artists their right to terminate even sound recordings
which are obviously outside the enumerated categories.
While some federal courts have explicitly recognised that sound recordings aren’t

one of the specified carveouts, there is a lack of specific higher court authority
that could provide certainty to artists as to whether the labels’ claims have merit.80

75 Strand (n 73).
76 E.g. Donald C Farber (ed), Entertainment Industry Contracts: Negotiating and Drafting Guide

(LexisNexis, 2024) form 159-2, cl 4(a); 159-1, cl 9, 159-3, cl 4; David Nimmer, Nimmer on
Copyright (LexisNexis, 2024) form 465-30.03A(2), cl 10.2.

77 See Hector Martinez, ‘Cash from Chaos: Sound Recording Authorship, Section 203 Recapture
Rights and a New Wave of Termination’ (2014) 4(2) Pace Intellectual Property, Sports &
Entertainment Law Forum 445, 468.

78 See 17 USC § 504(c); Kike Aluko, ‘Terminating the Struggle over Termination Rights’ (2019)
10 Harvard Journal of Sports & Entertainment Law 119, 127.

79 Farber (ed) (n 76) form 159-3, cl 4; see also Alexander Lindey, ‘Lindey on Entertainment,
Publishing and the Arts’ (Thomson Reuters, 2024-1 ed) § 9:39, cl 5(c) (‘employer for hire’).

80 See further Lulirama Ltd v Axcess Broadcast Services, Inc, 128 F 3d 872, 878 (5th Cir, 1997);
Ballas v Tedesco, 41 F Supp 2d 531, 541 (DNJ 1999); Staggers v Real Authentic Sound, 77
F Supp 2d 57, 64 (DDC 1999), all cited at Martinez (n 77) 469 n 48.
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The dearth of litigation is unsurprising. Litigation is expensive, particularly in the
US where even successful claimants usually have to bear their own costs.81

Termination cases have sometimes been instituted by stars with deep pockets,
including Sir Paul McCartney,82 Boston country music star Dwight Yoakam,83 or
as class action lawsuits like those headed by singer John Waite and New York Dolls
frontman David Johansen.84 But labels typically ensured those cases are settled,
usually with non-disclosure agreements, preventing not only judicial precedent but
also the kind of knowledge transfer that might benefit artists more broadly.85

The upshot of all this is that, almost half a century after the 1976 law was enacted,
many potential beneficiaries remain in limbo about whether they have any rights at
all. The label arguments may well fail if and when they’re finally tested in court, but
until then the practical effect of the legislation is as if the RIAA’s legislative heist had
in fact succeeded: few artists can use their statutory termination rights to get a better
deal for their sound recording copyrights.

This situation is especially aggravating given the changing economies around
music distribution. As we explained in Chapter 1, in the 1970s royalty rates as low as
4 per cent were not uncommon, while deals inked today are likely to pay at least six
times that amount.86 If heritage artists were able to use their reversion rights the way
Congress intended, they could renegotiate those contracts to let them share more
fairly in the fruits of their labour. As matters currently stand, however, record labels
simply add that windfall to their profits instead. Though it’s artists’ strong moral

81 See generally Peter Karsten and Oliver Bateman, ‘Detecting Good Public Policy Rationales for
the American Rule: A Response to the Ill-Conceived Calls for Loser Pays Rules’ (2016) 66(3)
Duke Law Journal 729; John Leubsdorf, ‘Does the American Rule Promote Access to Justice:
Was That Why It Was Adopted?’ (2019) 67 Duke Law Journal Online 257.

82 Eriq Gardner, ‘Paul McCartney Sues Sony to Regain Rights to Beatles Songs’, The Hollywood
Reporter (online, 18 January 2017) <https://www.hollywoodreporter.com/business/business-
news/paul-mccartney-sues-regain-rights-beatles-songs-965684/>.

83 Eriq Gardner, ‘Dwight Yoakam Sues Warner Music to Reclaim Rights to Recordings’, The
Hollywood Reporter (online, 9 February 2021) <https://www.hollywoodreporter.com/business/
business-news/dwight-yoakam-sues-warner-music-to-reclaim-rights-to-recordings-4129591/>.

84 Bob Fredericks, ‘David Johansen and Other Artists Sue Sony, UMG for Song Rights’,New York
Post (online, 6 February 2019) <https://nypost.com/2019/02/06/david-johansen-and-other-artists-
sue-sony-umg-for-song-rights/>.

85 Ashley Cullins, ‘Paul McCartney Reaches Settlement with Sony/ATV in Beatles Rights
Dispute’, The Hollywood Reporter (online, 29 June 2017) <https://www.hollywoodreporter
.com/business/business-news/paul-mccartney-reaches-settlement-sony-atv-beatles-rights-dispute-
1018100/>; Bill Donahue, ‘Sony Music Settles Class Action Lawsuit Filed by Recording Artists
over Termination Rights’, Billboard (online, 28 February 2024) <https://www.billboard.com/
business/legal/sony-music-settles-class-action-lawsuit-over-termination-rights-1235617233/>; Blake
Brittain, ‘Warner Music, Country Star Dwight Yoakam Settle Copyrights Dispute’, Reuters
(online, 15 February 2022) <https://www.reuters.com/legal/transactional/warner-music-country-
star-dwight-yoakam-settle-copyrights-dispute-2022-02-14/>; see also Gilbert et al (n 56) 12 in
relation to non-disclosure agreements; John Oullette, ‘How Record Labels and Music
Publishers Deal with Copyright Issues’ (Conference Paper, International Summit of the
Music & Entertainment Industry Educators Association, 16–17 May 2022) 74.

86 See Chapter 1, Section 1.1.4.3.
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claims that justify beyond-incentive copyrights, the termination law’s failure ensures
those rewards fatten the wallets of executives and shareholders instead.

3.2.2 Termination Rights Are Difficult to Exercise

The termination law’s second major failing arises from its complexity. As the
proposed rights worked their way through the legislative process, the substantive
and procedural processes for reclaiming rights became ever more complicated,
sometimes ambiguous, and often impossible for laypeople to understand. Indeed,
former Register of Copyrights Maria Pallante describes the termination provi-
sions as ‘almost incomprehensible on their face, particularly for the authors,
widows, widowers, children and other heirs who need to navigate them’.87 As
composer Dr Elizabeth Vercoe explains, this is a real deterrent to use: ‘the
process is complex and few of the composers are sufficiently persistent to jump
over the hurdles required to file for terminations.’88 Copyright law academic
Pamela Samuelson agrees, describing the process as ‘so cumbersome and com-
plicated that most authors will not realistically have a meaningful opportunity to
terminate’.89

3.2.2.1 Creators Can Easily Misinterpret Termination’s
Procedural Requirements

The legislation’s detailed prescriptions ensure that those who aren’t entirely deterred
from exercising their rights have plenty of opportunity to get something wrong.
Consider the example of artist Daniel DeCarlo, who worked for Archie Comics for
over 40 years, during which time he created popular characters such as Josie and the
Pussycats, Cheryl Blossom and Sabrina the Teenage Witch. Months after losing his
job due to a breach of contract lawsuit he filed against Archie Comics,90 he sought
to terminate the transfers to some of his work, but the US District Court for the
Southern District of New York declared his notices invalid91 – DeCarlo had
understood the termination clock began 35 years after initial publication of the

87 R Anthony Reese, ‘Termination Formalities and Notice’ (2016) 96 Boston University Law
Review 895, 898, citing Maria A Pallante, ‘The Next Great Copyright Act’ (2013) 36

Columbia Journal of Law & the Arts 315, 316.
88 ‘Q&A with Dr. Elizabeth Vercoe on Terminating Transfers of Copyright’, Authors Alliance (20

October 2020) <https://www.authorsalliance.org/2020/10/20/qa-with-dr-elizabeth-vercoe-on-ter
minating-transfers-of-copyright/>.

89 Reese (n 87) 899.
90 Robert J Hughes, ‘Comics Artist Fired over Suit’, The Wall Street Journal (online,

26 May 2000) <https://www.wsj.com/articles/SB958703392758999862>.
91 Robin Finn, ‘The Battle for a Comic-Book Empire that Archie Built’, The New York Times

(online, 13 April 2012) <https://www.nytimes.com/2012/04/15/nyregion/the-battle-for-a-comic-
empire-that-archie-built.html>.
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works in 1967, but the Court confirmed it began from the dates of the agreements
(1988 and 1996).92

DeCarlo is not the only one confused. Our study of copyright termination notice
records unearthed at least 24 titles from nine § 203 notices with effective dates of
termination before 1 January 2013. It’s not clear if this was due to errors when those
notices were recorded by the Copyright Office, or whether the creators themselves
entered the wrong dates.93 In any case, it should have been apparent that pre-2013
dates would be legally invalid, since that was the first year any § 203 termination
could take effect.94

3.2.2.2 Compliance Can Be Difficult Even When Interpreting Termination
Procedures Correctly

Even where applicants interpret the requirements correctly, compliance can still be
difficult. For example, since decades must pass before a termination notice can be
issued, it can be difficult to determine precisely when it needs to be filed, or the date
on which termination can have legal effect. There are any number of good reasons
why, decades after a copyright agreement was executed, it might not be possible for
its author to lay hands on it – and that can prevent them from being able to supply
the key details needed to comply with the detailed substantive and procedural
requirements of the notice process. The challenges are magnified when the transfers
are evidenced over multiple documents or involve multiple parties.

Innocent errors won’t automatically invalidate notices so long as they
don’t ‘materially affect the adequacy of the information required to serve the
purposes of [the termination provisions]’.95 However, while courts have some-
times let minor defects slide,96 the overall approach has been to require strict
compliance with termination formalities.97 Legal representation can help

92 Archie Comic Publications, Inc v Daniel S. DeCarlo SDNY No 00 CIV 5686 (LAK,
3 December 2001) 9–11 (Kaplan J). Two years later the District Court for the Southern
District of New York confirmed these notices were ‘null and void’ because of this misunder-
standing: Archie Comic Publications, Inc v DeCarlo 2003 US Dist LEXIS 4800 (SDNY,
31 March 2003) 56–7.

93 Joshua Yuvaraj et al, ‘U.S. Copyright Termination Notices 1977–2020: Introducing New
Datasets’ (2022) 19(1) Journal of Empirical Legal Studies 250, 269.

94 Ibid.
95 Code of Federal Regulations, Part 201, § 201.10(e)(1), (2).
96 See, e.g., Yoakam v Warner Music Group Corp, 2021 US Dist LEXIS 164915, 11–19; Johansen v

Sony Music Entertainment, Inc, 2020US Dist LEXIS 56675 (SDNY, 31March 2020) 14;Mtume
v Sony Music Entertainment, 408 F Supp 3d, 471, 476–8 (requiring ‘more factual development
to determine if harmless error would apply to this case’ (at 477) and therefore declining to
dismiss the action); Stillwater Ltd v Basilotta, 2017 US Dist LEXIS 170176, 12.

97 See Guy A Rub, ‘Stronger than Kryptonite? Inalienable Profit-Sharing Schemes in Copyright
Law’ (2013) 27(1) Harvard Journal of Law & Technology 49, 59 citing Burroughs v Metro-
Goldwyn-Mayer, Inc., 491 F Supp 1320, 1325–6 (SDNY, 1980); Nance v Equinox Music, No 09-
cv-7808, 2010 WL 4340469, 3 (ND Ill, 22 October 2010). See also Debora Halbert, ‘Letting
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creators get that right,98 but are very expensive – another disincentive to creators
enforcing their rights.99

The termination system’s complexity reduces its effectiveness as a mechanism to
reward creators and promote widespread access to knowledge and culture. The best
practice principles we set out in Chapter 6 prompt lawmakers to reflect on what is
actually necessary to best achieve copyright’s access and reward goals.

3.2.3 An Inalienable Right: So far as That Goes

The creators who campaigned for reform to the existing US termination law lost on
many fronts, but secured one huge victory: Congress, after decades of dodging this
question, finally made termination rights inalienable. The legislation expressly
permits the termination of transfers ‘notwithstanding any agreement to the contrary,
including an agreement to make a will or any future grant’.100 This is a huge
improvement on the previous law, which allowed rightsholders to exercise their
outsized bargaining power to snap up the benefit of the renewal term at the time the
initial contract was entered into.101

But the efficacy of this new inalienability ‘shield’ in upholding the interests of
authors and heirs has been undermined, as with other parts of the 1976 termination
law, by its poor design. Keenly aware of the money and power at stake, rightsholders
have developed ingenious arguments to test, and exploit, weaknesses in this shield.
Controversies have thus arisen about precisely how inalienable termination rights
are, of which we now examine the three most prominent:

(a) creators’ testamentary freedom being curtailed;
(b) the risk of statutory heirs losing their US termination rights; and
(c) the risk of creators losing their US termination rights through the

application of foreign law.

3.2.3.1 Creators’ Testamentary Freedom Being Curtailed

When Congress finally got serious about protecting authors against being obliged to
give up their termination rights, it got very serious. While creators may leave their
copyrights to any person they choose (and those testamentary transfers are not
themselves terminable102), they can’t bequeath the rights to terminate any previous

Anarchy Loose on the World: The Anarchist Cookbook and How Copyright Fails the Author’
(2022) 55(2) Akron Law Review 283, 306.

98 Ann Bartow, ‘Using the Lessons of Copyright’s Excess to Analyze the Political Economy of
Section 203 Termination Rights’ (2020) 6(1) Texas A&M Journal of Property Law 23, 29.

99 Molly van Houweling, ‘Authors versus Owners’ (2016) 54(2) Houston Law Review 371, 383–4.
100

17 USC § 203(a)(5); 17 USC § 304(c)(3).
101 See Section 3.1.3.2.
102

17 USC §§ 203(a), 304.
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transfers – those beneficiaries are designated via the statute.103 This bifurcated system
means that the owner of the copyright might not be the person who comes to own
the termination rights.

That was the situation that emerged with the estate of Nobel Laureate John
Steinbeck: he bequeathed the entirety of his copyright interests to his third wife,
Elaine, but the Copyright Act split the associated termination interests between his
wife and two children from a previous marriage.104 When Elaine died, the termin-
ation rights were controlled exclusively by the two children, even though she had
explicitly excluded them from her will.105 A similar situation arose with Ray Charles’
estate. He had left his copyrights to his charitable foundation, but since the statute
gave the termination rights to his children, they were able to exercise them in a way
that diverted the proceeds away from people with disabilities.106

It’s obviously important to prevent creators from being pressured to bequeath their
reversionary interests in ways that benefit the current licensees, but facts such as
these are a reminder that it’s also important to protect creators’ wishes when it comes
to the future stewardship of their works.107 While a detailed consideration of the pros
and cons of the current US approach is outside the scope of this book, we flag it to
note that any policy discussion around the inalienability of reversion rights will need
to grapple with the issue – a matter we return to in Chapter 6.108

3.2.3.2 Statutory Heirs Losing Their US Termination Rights

The statutory bifurcation between who an author (A) can leave their copyrights to
(their estate, E), and who the termination rights will pass to automatically (the
statutory successors, S) creates potential situations where E, in tandem with a grantee,
can pre-emptively renegotiate a new deal for the rights and eliminate S’s termination
rights entirely in respect of that copyright. At first glance, this scenario appears to fly
in the face of Congress’s intention to protect the author and their statutory heirs by

103

17 USC §§ 203(a)(2), 304(c)(2).
104 Penguin Group (USA) Inc. v Steinbeck, 537 F 3d 193 (2d Cir, 2008) 202–3.
105 Ibid 197, see also 202–3.
106 Ray Charles Found. v Robinson, 919 F Supp 2d 1054 (CD Cal, 2013) 1065–6; ‘Complaint for (1)

Declaratory and Injunctive Relief; (2) Breach of Contract; (3) Breach of the Implied Covenant
of Good Faith and Fair Dealing’, 4–5 <https://docs.justia.com/cases/federal/district-courts/
california/cacdce/2:2012cv02725/528058/1>.

107 We note protecting creators’ testamentary freedom can be justified by recourse to natural rights
theory, which also undergirds copyright’s reward goal (although of course we acknowledge
there are other jurisprudential justifications for testamentary freedom). See further Tonya M
Evans, ‘Statutory Heirs Apparent: Reclaiming Copyright in the Age of Author-Controlled,
Author-Benefiting Transfers’ (2016) 119(1) West Virginia Law Review 297, 314; Lee-ford Tritt,
‘Liberating Estates Law from the Constraints of Copyright’ (2006) 38(1) Rutgers Law Journal
109, 118–20; Eva E Subotnik, ‘Copyright and the Living Dead? Succession Law and the
Postmortem Term’ (2015) 29(1) Harvard Journal of Law and Technology 77, 95–6.

108 See Chapter 6, Section 6.1.6.1.
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giving those heirs the right to terminate grants. The question that remains
unanswered is whether these agreements can be ruled unenforceable as ‘agreements
to the contrary’. Courts have not settled the matter to date, leaving the potential for
statutory heirs to be disinherited of these valuable termination rights.109

Steinbeck’s two children found this out after they sought to terminate a 1938 grant
Steinbeck made to The Viking Press, who eventually assigned the rights to publisher
Penguin.110 Penguin refused, arguing that a 1994 agreement with Steinbeck’s
widow Elaine (who inherited the copyright upon Steinbeck’s passing) effectively
‘re-grant[ed] publishing rights to [those] . . . works’.111 The Second Circuit agreed. The
1994 agreement was clearly intended to contractually terminate the 1938 agreement,
which meant there was nothing for Steinbeck’s children to use the statutory termin-
ation right under § 304(d) of the Act on.112 And the 1994 agreement was not an
‘agreement to the contrary’ under § 304(c)(5) of the Act.113 Even if it had removed a
termination right, that right would not have been exercisable when the 1994 agreement
was executed (because § 304(d) related to works that benefited from the 20-year
copyright term extension in 1998) – so any rights the 1994 agreement purported to
bypass had not come into existence when it was executed.114 The upshot of this
decision was that creators/heirs had one chance to use the termination right, but that
Elaine had effectively used up this chance through the 1994 agreement.115

The Ninth Circuit reached the same conclusion in a case involving the estate
of Winnie the Pooh creator AA Milne.116 Milne had initially granted US and
Canadian rights to producer Stephen Slesinger in 1930, and Slesinger granted these
rights to Disney in 1961.117 By this point Milne was deceased, having bequeathed the
interests in the Pooh works to a trust benefiting first his widow, then his son

109 A detailed treatise on the agreement to the contrary problem and the competing arguments
around this issue is beyond the scope of this book. For a more comprehensive analysis of these
issues and the relevant case law see, e.g., Blankenheimer (n 2); Menell and Nimmer (n 57);
Allison M Scott, ‘Oh Bother: Milne, Steinbeck, and an Emerging Circuit Split over the
Alienability of Copyright Termination Rights’ (2007) 14(2) Journal of Intellectual Property
Law 357; Peter S Menell and David Nimmer, ‘Judicial Resistance to Copyright Law’s
Inalienable Right to Terminate Transfers’ (2010) 33(2) Columbia Journal of Law and the Arts
227; Michael J Bales, ‘The Grapes of Wrathful Heirs: Terminations of Transfers of Copyright
and Agreements to the Contrary’ (2010) 27(3) Cardozo Arts & Entertainment Law Journal 663;
Roxanne E Christ, ‘Milne v. Slesinger: The Supreme Court Refuses to Review the Ninth
Circuit’s Limits on the Rights of Authors and Their Heirs to Reclaim Transferred Copyrights’
(2007) 14(1) UCLA Entertainment Law Review 33; Michael A DeLisa, ‘The Right of
Termination in Copyright Law: The Second Circuit’s Decision in Penguin Group (USA)
Inc. v Steinbeck Bodes Well for Authors’ (2009) 43(1) Loyola of Los Angeles Law Review 273.

110 Penguin Group (n 104) 196.
111 Ibid 199; Menell and Nimmer (n 109) 231.
112 Penguin Group (n 104) 200–2.
113 Ibid 202.
114 Ibid 202–3.
115 Ibid 204.
116 Milne v Stephen Slesinger, Inc, 430 F 3d 1036 (9th Cir, 2005).
117 Ibid 1039–40.
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Christopher and granddaughter Clare.118 Christopher favourably renegotiated these
agreements in 1983 (the Pooh trust being estimated to have made a net gain in the
hundreds of millions of dollars119) on the proviso that he would not exercise his
§ 304 termination rights under the original agreement.120 Clare sought to terminate
the 1930 agreement in 2002 (renegotiating the grant of the rights she expected to
regain with Disney on the same day121), but would only have had the right to do so if
the 1983 deal was an invalid ‘agreement to the contrary’.122 The Ninth Circuit held
that it wasn’t, since the 1983 agreement had effectively replaced the one from
1930.123 In any event, it reasoned, there was no need for termination here because
the 1983 agreement had achieved substantially the same goal, giving the authors/
heirs a second opportunity to profit from the work.124

BothMilne and Steinbeck suggest a creator’s estate can disinherit statutory heirs of
the termination right (to the extent they are different) by executing a subsequent
agreement that replaces the old grant and leaves nothing to terminate under the
statute.125 The subsequent agreement may well be lucrative for the copyright heirs
(e.g. Milne’s 1983 agreement) or lead to greater access to knowledge and culture.
But as we showed in Chapter 1, such success is simply not guaranteed. In the
meantime, enforcing such agreements enables rightsholders to deprive statutory
beneficiaries (under the Act it is the creator’s family) of their right to terminate,
and all the intended benefits that could flow from being able to negotiate from a
more informed bargaining position as to the value of the work.

There is some uncertainty as to whether the Milne and Steinbeck approaches will
be followed.126 Amidst this uncertainty, statutory termination heirs and testamentary
beneficiaries (if different parties) should ensure they are as aligned as possible on the
exploitation of the works and termination. Otherwise, these kinds of disputes are
likely to keep arising until either Congress or the Supreme Court brings clarity to
this area of the law.

118 Ibid 1039.
119 Ibid 1040–1.
120 Ibid 1040.
121 Ibid 1041.
122 Ibid 1042.
123 Ibid 1044.
124 Ibid 1048; Menell and Nimmer (n 57) 809.
125 See, e.g., Blankenheimer (n 2) 338; Menell and Nimmer (n 57) 819.
126 Note however in Classic Media, Inc v Mewborn, 532 F 3d 978 (9th Cir, 2008) the Ninth Circuit

found a subsequent agreement was an ‘agreement to the contrary’ and therefore that the
purported termination of the grant in a previous agreement was valid. This was due to facts
like the subsequent agreement not expressly revoking the prior agreement (as Milne’s had) and
there being no indication the terminating party had wanted to waive their termination right in
the subsequent agreement. Despite this apparent split in the Ninth Circuit, scholars have
generally approached Steinbeck and Milne as the main cases that ‘open the door’ to termin-
ation alienability again: see, e.g., Menell and Nimmer (n 109) 233–5; Menell and Nimmer
(n 57) 815–17; Blankenheimer (n 2) 335–8. See furtherMarvel Characters, Inc. v Simon 310 F 32

280 (2d Cir, 2002).
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3.2.3.3 Can US Termination Rights Become Alienable by the
Operation of Foreign Law?

Rightsholders have also tried to undermine attempted terminations of US copyrights
under the 1976 system by securing creator agreement to, and then relying on,
choice-of-law/choice-of-forum clauses to have exploitation contracts adjudicated
under foreign domestic law and secure rulings preventing the effect of those
terminations, whether in foreign or US courts.127 This strategy directly challenges
termination’s inalienability, especially given rights grants covering all or most of the
world are prominent in leading industry templates (and most creators are likely to
have difficulty negotiating substantive departures from these standard form agree-
ments)128 – rightsholders could simply insist that any disputes are governed by laws
and fora without such ‘inalienable’ creator protections.

3.2.3.3.1 undermining us reversionary systems using foreign law

before 1976. A 1963 judgment of the High Court of England and Wales,
Campbell Connelly & Co Ltd v Noble,129 had already shown that the two-term
renewal system under the 1909 Act was susceptible to this sort of undermining.
There, a worldwide assignment of copyright, governed by English law, was held to
assign not just the first term but the renewal term of US copyright as well.130

But was the 1976 Act, with its express provision for inalienability, better protected
against such incursions under foreign law? The answer thus far remains uncertain.
Another High Court decision from 2016 appeared to fling wide the door to whole-
sale undermining of the 1976 termination rights by the application of foreign law to

127 For examples of these types of clauses in publishing contracts, see, e.g., Lynette Owen (ed),
Clark’s Publishing Agreements (Bloomsbury, 11th ed, 2022) 59 and Farber (ed) (n 76) form 41-1
Author-Publisher Hardcover Trade Book Contract with Commentary, cl 32; for recording
contracts, see Nimmer (n 76) form 30.03A(2) Recording Agreement Exclusive Service/Long
Form, cl 16.8, 16.9. See generally John F Coyle, ‘A Short History of the Choice-of-Law Clause’
(2020) 91(4) University of Colorado Law Review 1147; Maxwell J Wright, ‘Enforcing Forum-
Selection Clauses: An Examination of the Current Disarray of Federal Forum-Selection
Clause Jurisprudence and a Proposal for Judicial Reform’ (2011) 44(4) Loyola of Los Angeles
Law Review 1625; John F Coyle, ‘“Contractually Valid” Forum Selection Clauses’ (2022) 108(1)
Iowa Law Review 127; John F Coyle and Robin J Effron, ‘Forum Selection Clauses, Non-
Signatories, and Personal Jurisdiction’ (2021) 97(1) Notre Dame Law Review 187; Tanya J
Monestier, ‘When Forum Selection Clauses Meet Choice of Law Clauses’ (2019) 69(2)
American University Law Review 325; Chukwuma Samuel Adesina Okoli, ‘The Significance
of a Forum Selection Agreement as an Indicator of the Implied Choice of Law in International
Contracts: A Global Comparative Perspective’ (2023) 28 Uniform Law Review 197.

128 See, e.g., Owen (ed) (n 127) 5; Nimmer (n 76) form 30.B(1) Exclusive Songwriting Agreement,
cl 3.1; Nimmer (n 76) form 30.03A(2) Recording Agreement Exclusive Services/Long Form, cl
2(B); Donald Cameron et al, Information Technology and Entertainment – Canadian Forms &
Precedents (LexisNexis, 2024) 5F11 Exclusive Songwriter and Co-publishing Agreement –

Output during Term Version, cl 1(a); see Chapter 5, Section 5.3.1.
129 [1963] 1 All ER 237 (Ch).
130 Campbell Connelly & Co Ltd v Noble [1963] 1 All ER 237, 244.
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contracts assigning US copyrights, although (as we explain in Section 3.2.3.3.2) this
outcome is by no means certain.

3.2.3.3.2 undermining the 1976 termination rights: breach of con-

tract in a foreign jurisdiction. Gloucester Place Music Ltd v Le Bon and
Ors is arguably the most prominent twenty-first-century example of rightsholders
neutralising the US termination rights.131 The case involved the spat between
members of the world-famous pop band Duran Duran and music publisher
Gloucester Place Music.132 The band members tried to statutorily terminate the
grants of US copyrights made as part of a 1980 worldwide copyright assignment to
Gloucester (previously known as Tritec Music).133 But Gloucester brought legal
action in the High Court of England and Wales claiming the filing of the notices
was a breach of contract.134

The contracts specified that English law applied, and since neither party disputed
the choice of law question, the Court did not have the opportunity to determine
it.135 In these circumstances Justice Arnold decided, ‘not without hesitation’, that the
band members exercising their termination rights was a breach of the relevant
contracts under UK law.136 The clause assigning worldwide rights was ‘wide and
general’, and in context required the worldwide copyrights to stay with Gloucester
for the whole copyright term.137 Further, the band members had agreed they would
not transfer the rights to any other person, which Justice Arnold interpreted to mean
‘any person other than [Gloucester]’.138 Any exercise of the US statutory termination
rights would thus deprive Gloucester of the ownership promised by the contract.139

Duran Duran was granted leave to appeal the decision in 2017, but the dispute was
subsequently settled.140

3.2.3.3.3 undermining the 1976 termination rights: a potential

closure of the loophole. Gloucester Place illustrates the potential for rights-
holders to bypass the clear congressional intent for termination to be inalienable by

131 Gloucester Place Music Ltd v Le Bon and Ors [2016] EWHC 3091 (Ch).
132 Ibid.
133 Ibid [1]–[4].
134 Ibid [1].
135 Ibid [14].
136 Ibid [44].
137 Ibid.
138 Ibid.
139 Ibid.
140 Chris Cooke, ‘Duran Duran Given All Clear to Appeal Reversion Right Ruling’, Complete

Music Update (online, 7 February 2017) <https://archive.completemusicupdate.com/article/
duran-duran-given-all-clear-to-appeal-reversion-right-ruling/>; Alex Woolgar, ‘Duran Some
Interesting Arguments with a View to Reclaim, but Le Bon et al Come Undone in an
Ordinary World: No Rio-version of US Copyright’ (2018) 40 European Intellectual Property
Review 134, 138; Arnold and Ginsburg (n 57) 443.
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simply enforcing a clause that prescribed the law and forum for any dispute. But the
extent of this potential is not clear. In 2019 the US Second Circuit refused to uphold
a similar claim by Bixio Music against renowned Italian composer Ennio
Morricone,141 even though the parties had agreed Italian law applied.142 One of
the Second Circuit’s reasons was that the contract provided worldwide rights were
granted ‘for the maximum total duration permitted by the laws in force in each
country in the world’,143 and for US rights this was 35 years ‘plus such additional
period as the assignor allows until the exercise of the option to terminate’.144

Arnold (who adjudicated Gloucester Place) and Ginsburg (who was an advocate
in Morricone) subsequently published a joint paper arguing that Morricone sug-
gests that the termination right limits the scope of US copyright in a way that
restricts what can actually be assigned by contract: ‘[I]t suggests that a U.S.
copyright should be conceptualized as being inherently contingent upon the
author’s exercise (or not) of her right of termination.’145 In their view, this means
any assignment of US copyright, even in a contract governed by English law,
would not preclude the exercise of statutory termination rights.146 We’re yet to see
whether this will be accepted by future foreign courts, but the outcome in
Morricone and the public argument raised by these two distinguished experts
makes it certain that choice of law won’t simply be conceded the next time the
issue comes up. In the meantime, creators are left sitting with the uncomfortable
possibility that their termination rights are perhaps not as inalienable as Congress
intended them to be.

3.2.3.4 Alienability under the 1976 Termination System: Balance Askew

The controversies we examined in Section 2.3 show the 1976 system’s approach to
alienability is askew. On the one hand, it may be too restrictive on creators by forcing
the bifurcation of their termination rights (which go to statutory heirs) and copy-
rights (which go to their estate). This could lead to situations where the statutory
heirs reclaim copyright in ways the creators did not envision or desire. Whether this
imposition on testamentary freedom is desirable is a discussion beyond the scope of
this book, but the debate highlights the importance of crafting reversion systems with
a clear vision of the obligations those inheriting reversion rights should have in
relation to the exercise of those rights (which we integrate into our best practice
analysis in Chapter 6).

141 Ennio Morricone Music Inc v Bixio Music Group Ltd 936 f 3d 69 (2d Cir, 2019). For more detail
on the Morricone litigation, see, e.g., Arnold and Ginsburg (n 57) 441–3.

142 Ennio Morricone (n 141) 72.
143 Ibid 70 (emphasis removed).
144 Ibid 73.
145 Arnold and Ginsburg (n 57) 443.
146 Ibid 449.
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On the other hand, the 1976 system has been shown to be vulnerable to rights-
holder undermining through exploitation contracts. They have successfully disen-
franchised statutory heirs by renegotiating rights grants with the estates, and in
Gloucester Place they neutralised the termination right entirely by bringing a
successful breach of contract action in the UK (albeit in a decision of a lower court,
and where choice of law was not disputed). Generally speaking, reversion systems
are instituted because contractual practices are undesirable; subverting creator/heir
access to these systems maintains the undesirable status quo. Examples like these
inform our recommendations in Chapter 6 for strict limits on contracting out,
whether in domestic or foreign settings, when crafting domestic reversion
mechanisms.

3.2.4 The 1976 Termination System Privileges Famous, Successful Creators
(and Is of Limited Utility to the Rest)

3.2.4.1 A 35-Year Termination Time Limit Works Mostly for
Successful Creators

Even if the previous three issues were rectified with the termination system, the
35-year period for most post-1977 copyright grants means most works are unlikely
to be worth terminating.147 This is yet another example of a poorly designed
system relative to its creator-protective goals (and more broadly copyright’s
access and reward goals). It is most likely to benefit the highly successful
creators whose works are likely to retain value after 35 years. But those superstars
are the artists (and works) that generally need termination the least. They have
already been, and continue to be, handsomely rewarded from their creative
labour,148 and their works are more likely to be in demand (and therefore
available to the public as knowledge and culture).149 But for the vast majority
of creators it is not likely to be worth filing to terminate after 35 years. Without
termination intervening in the creative lifecycle, it’s likely that knowledge and
culture will continue to be locked away from the public once their initial
commercial shelf-life is exhausted.

147 See, e.g., Kevin J Hickey, ‘Copyright Paternalism’ (2017) 19(3) Vanderbilt Journal of
Entertainment & Technology Law 415, 464; Darling (n 57) 196–7, 203; Yifat Nahmias, ‘The
Cost of Coercion: Is There a Place for “Hard” Interventions in Copyright Law?’ (2020) 17(2)
Northwestern Journal of Technology and Intellectual Property 155, 210.

148 See, e.g., Billie Schwab Dunn, ‘How “The Tortured Poets Department” Will Boost Taylor
Swift’s Net Worth’, Newsweek (online, 19 April 2024) <https://www.newsweek.com/taylor-swift-
tortured-poets-department-album-boost-net-worth-1891641>.

149 See, e.g., Paul J Heald, ‘Property Rights and the Efficient Exploitation of Copyrighted Works:
An Empirical Analysis of Public Domain and Copyrighted Fiction Bestsellers’ (2008) 92(4)
Minnesota Law Review 1031, 1044.
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3.2.4.2 The Formal § 203 Termination Process Has Been Used Sparingly,
and by Successful Creators

Our recent world-leading empirical study into copyright termination notices,
referred to above, adds further weight to this argument.150 The study (the full
methodology, results and limitations of which are set out in our published paper)
was a whole-of-universe study of all termination notice records on the online US
Copyright Office Catalog. Of course, a termination notice being filed doesn’t mean
it occurs, because terminations can be challenged (as we showed above with sound
recordings and works-made-for-hire).
Additionally, notices are not valid just because they are filed with the Copyright

Office – errors could still invalidate them. The actual notices themselves are also not
generally available for analysis online, meaning most researchers are reliant on the
data uploaded to the Catalog (which contains flaws and inconsistencies).151 And
perhaps most importantly, the filing of a termination notice is only part of the
termination system’s impact. The other part is the indirect impact of the prospect
of termination on rightsholder behaviour, for which we have located only anecdotal
evidence.152 Further research using other data sources and methods (e.g. interviews
with creators and rightsholders) could usefully begin to fill these gaps in our
knowledge as to termination’s impact.
Despite their unavoidable limitations, the Catalog records still allow us to draw

some preliminary conclusions: how little the termination system has been used and
how it may skew towards famous creators.
Comparing our data against complementary Copyright Office registration data

compiled by leading US copyright scholars Robert Brauneis and Dotan Oliar, we
found that at most, the number of works subject to termination notices in our dataset
was approximately 1.6 per cent of the number of copyright registrations in the years

150 This was the first published whole-of-universe study into online records of termination notice
data (noted whenever someone files a termination notice with the Copyright Office). Despite
the considerable challenges of navigating an ageing, non-intuitive database, we extracted,
cleaned, analysed and presented for public consumption two innovative new datasets of
termination notice records from 1977 to mid-2020, covering both § 203 and § 304 notices.
The datasets themselves carry enormous value for policymakers, law reform and industry
stakeholders seeking to understand, apply and reform copyright reversion mechanisms in the
US and beyond. See, e.g., Richard Osborne and Hyojung Sun, ‘Rights Reversion and Contract
Adjustment’, [2.3.1] <https://www.gov.uk/government/publications/economics-of-streaming-
contract-adjustment-and-rights-reversion/rights-reversion-and-contract-adjustment>; Brief of
Public Knowledge, Lita Rosario-Richardson, Esq., Library Futures Institute, and Fight for
the Future as Amici Curiae in Support of the Petition, Markham Concepts et. al v Hasbro,
Inc et al (No 21-711), Supreme Court of the United States, 8, 9.

151 Physical copies of notices may be available for searching at the Library of Congress by members
of the public. For more information on searching the Copyright Office see, e.g., ‘Searching the
Copyright Office and Library of Congress Records’, Stanford Libraries <https://fairuse.stanford
.edu/overview/copyright-research/searching-records/>.

152 See, e.g., Osborne and Sun (n 150) n 46.
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that would have corresponded to those notices (1978–85).153 We then looked at the
top 10 list of creators by the number of works they had subject to termination notices,
and found several prominent artists: funk legend George Clinton accounted for 2.49
per cent of all works, pop duo Hall and Oates made up 1.02 per cent and country
songwriter Harlan Perry Howard accounted for 1.58 per cent.

These figures were even more telling for the relatively few literary works that were
subject to termination (n = 840): that list was dominated by heavyweights from
romance (Debbie Macomber, Nora Roberts, Linda Howard, Jayne Krentz), horror
and science fiction (Stephen King) and children’s fiction (Ann M Martin). Sweet
Valley High author Francine Pascal was the most active author, with notices covering
305 of her titles – 36.3 per cent of all literary works with notices issued under § 203.

Our preliminary findings suggest a system where few creators see value in terminat-
ing their rights formally, while the top 10 lists feature industry stalwarts with ‘bestseller’
works – it’s great for them to re-exploit their works, but not for most other creators. This
is consistent with our argument that a 35-year term154 is a poorly designed, excessively
lengthy time period. It also suggests lawmakers may have too readily jettisoned the
shorter 20- and 25-year models proposed in the copyright revision hearings in the face of
rightsholder lobbying, despite strident advocacy for creators by Karp and his ilk.155

However, these findings inform our best practice analysis in Chapter 6 about
crafting time limits that better help creators recapture and disseminate their works
while they retain commercial (and cultural) value, particularly in light of the
innovative new distribution models we outlined in Chapter 1.

3.3 conclusion

In this chapter we laid out in stark detail just how ineffectively statutory reversion
rights have been developed and operated in the US. Rightsholders fought hard to
reduce the value of termination rights to authors, by blowing out the time before
they can be exercised, insisting on onerous and expensive formalities,156 and carving

153 Yuvaraj et al (n 93) 268–9. Note at 269 that copyright registration is not required, but ‘there are
robust incentives to do so: it is a prerequisite to filing an infringement claim, and, done early
enough, can entitle the rightsholder to statutory damages and attorney’s fees’).

154 Although note this may be 40 years from the grant if the grant conveys a publication right: ‘. . .
or, if the grant covers the right of publication of the work, the period begins at the end of thirty-
five years from the date of publication of the work under the grant or at the end of forty years
from the date of execution of the grant, whichever term ends earlier’. 17 USC §§ 203(a)(3).

155 See Section 3.1.4.2.
156 Copyright Law Revision: Hearings on H.R. 4347, H.R. 5680, H.R. 6831, H.R. 6835 Before the

Subcomm. on Courts, Civil Liberties, and the Administration of Justice of the House Judiciary
Comm., 89th Cong, 1st Sess, 65 (1965) 994. The Copyright Committee of the Motion Picture
Association of America insisted that ‘the compromise provisions’ which carved out works for
hire, required the termination right to be executed upon formal notice in writing, and extended
the time limit to 35 years before termination could be effected ‘provide a minimal basis on
which motion picture interests can learn to live with these provisions’.
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out as many works as possible. Once enacted, they embarked on a systematic
campaign to reduce the value of the rights still further by insisting on the broadest
possible definitions of ‘work for hire’, settling lawsuits with NDAs to avoid prece-
dents and prevent the kind of knowledge spread that could help artists successfully
navigate the legislation’s ambiguities, and attempting to subvert Congress’s intention
to make termination rights inalienable by entering into new deals with heirs.
Congress itself is also to blame here, repeatedly passing poorly designed laws:

failing to specify key inclusions/exclusions, mandating complex formalities and
enshrining a lengthy pre-termination waiting period that renders it near-irrelevant
for non-superstar creators. And the role of the courts can’t be overstated, as the
Supreme Court and various circuits of the Court of Appeals handed down rulings
that opened the door for rightsholders to undermine termination’s intent through
their contracting practices.
Nevertheless, the lessons we have learned from the sinking ship that is the US

termination system will usefully inform our best-practice reversion principles in
Chapter 6. And hope can be drawn from the fact the record industry attempted to
steal back the termination rights of recording artists via their clandestine, dead-of-
night manoeuvre, showing that they believe that meaningful reversion rights have
real potential to shift money and power from labels to artists. While the US system is
far from ideal, that should give hope to creators that there is a better way.
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